THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and

(2) is not binding precedent of the Board.
Paper No. 22

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-2675
Appl i cation 08/ 299, 760"

Before KIM.IN, WALTZ, and LI EBERMAN, Adm ni strative Patent
Judges.

LI EBERMAN, Adnini strative Patent Judge.

! Application for patent filed Septenber 1, 1994.
According to appellants, this application is a continuation of
Application 08/ 055,083, filed April 29, 1993, now abandoned;
which is a continuation-in-part of Application 07/881, 685,
filed May 12, 1992, now U.S. Patent No. 5,207,837; which is a
conti nuation-in-part of Application 07/683,290, filed Apri
10, 1991, now abandoned.
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DECI SI ON ON APPEAL

This is an appeal under 35 U S.C. § 134 of the examner’s
refusal to allow clainms 1 through 24 and 26 through 30, which
are all of the clainms on appeal.?

THE | NVENTI ON

The invention is directed to a nmethod of disposing
garnents and ot her articles prepared from pol yvi nyl al coho
havi ng specific properties by dissolving the articles in warm
wat er at tenperatures above about 37EC, the body tenperature.
The pol yvi nyl al cohol has a degree of polynerization between
approxi mately 700 and 1500, a noi sture content of
approximately 1.5%to 15% by wei ght, and contains 0.1%to 5. 0%
by wei ght of an anti-blocking agent. It is produced from at
| east approxi mately 98% saponi fied polyvinyl acetate. The
process further requires that the noisture content of the
pol yvi nyl al cohol polynmer be reduced prior to nmelt extrusion

and be increased subsequent to nelt extrusion.

2 Caim25 was canceled in an anendnent dated March 30,
1994, paper No 6. Cains 31 through 59 were w thdrawn from
further consideration by the exam ner as directed to a non-
el ected invention in accordance with 37 CFR § 1.142(b). See
the Final Rejection dated Decenber 8, 1994, paper No. 12.
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THE CLAI V5
Caiml1lis illustrative of appellant’s invention and is
repr oduced bel ow.

1. A nethod of disposing of garnents, |inens, drapes,
towel s and ot her useful articles after use conprising
provi ding said garnent, |inens, drapes, towels and other
useful articles as a stand al one thernopl astic polyner filmor
fabric, which may include fiber, of polyvinyl alcohol which is
wat er sol ubl e at tenperatures above approxi mately 37EC and
i nsol ubl e at tenperatures bel ow approxi mately 37EC and
subjecting said articles after use to an aqueous bath to
substantially dissolve said articles whereupon said dissol ved
pol ynmer is subjected to disposal, said polyvinyl alcoho
pol ymer bei ng produced by reducing its npisture content prior
to nmelt extrusion and subsequent thereto, increasing its
noi sture content to a val ue between approximately 1.5 to 15. 0%
(w.), said polyvinyl alcohol having a degree of
pol ynmeri zati on between approxi mately 700 to 1500 bei ng
produced from at | east approxi mately 98% saponified pol yvinyl
acetate and contai ning between approximately 0.1 to 5.0% (wt.)
of an anti - bl ocki ng agent.

THE REFERENCES OF RECORD
As evi dence of obvi ousness and doubl e patenting, the
exam ner relies upon the foll ow ng references.
Honeycut t 5, 207, 837 May 4,
1993
(Application No. 07/643,615, filed Apr. 10, 1991)

Taki gawa et al. 1,187,690 Apr. 15, 1970
(Taki gawa) (G eat Britain)
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Naude-Filonniere et al. 0 107 576 May 2, 19843
(Naude- Fi | onni ere)
THE REJECTI ONS

Claims 1 through 24 and 26 through 30 stand rejected
under 35 U. S.C. 8§ 112, second paragraph, as being indefinite
for failing to particularly point out and distinctly claimthe
subj ect matter which applicant regards as his invention.

Claims 1 through 24 and 26 through 30 stand rejected
under 35 U.S.C. § 103 as bei ng unpatentabl e over Takigawa in
conbi nati on wi th Naude-Fil onniere.

Clains 1 through 24 and 26 through 30 stand rejected
under the judicially created doctrine of obviousness-type
doubl e patenting as bei ng unpatentable over clains 1 through
30 of U S. Patent No. 5,207,837 in view of Takigawa in
conbi nation wi th Naude-Filonni ere.

CPI NI ON

We have carefully considered all of the argunents

advanced by appel |l ant and the exam ner and agree with

appel l ant that the aforenmentioned rejections are not wel

®*\We refer in our opinion to the translation of Naude-
Fil onni ere of record prepared by Schrei ber Transl ations for
the U S. Patent and Trademark O fice in October 1993.
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founded for essentially reasons expressed by appellant in his
Brief, and we add the following primarily for enphasis.

Accordingly, we will not sustain the rejections.

The Rejection under 35 U.S.C. § 103

Qur view of the clainmed subject matter is that it is
directed to two essential limtations which are not net by the
references relied upon by the examner. The first is directed
to a requirenment that subsequent to the nelt extrusion the
noi sture content of the polyvinyl alcohol be increased. The
limtation of addi ng noi sture has not been directly addressed
by the exam ner.
The exam ner obliquely argues that appellant’s argunent
directed to increasing the noisture content of the filmafter
nmelt extrusion is unpersuasi ve because Taki gawa di scl oses t hat
any pol yvinyl alcohol resin neeting specific criteria can be
used, no matter howit is prepared. See Taki gawa, page 2,
lines 16-20. The issue however, is not how pol yvinyl al cohol
is prepared, even though the claimrefers to a “polyvinyl

al cohol pol yner bei ng produced by” increasing its noisture
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content subsequent to nmelt extrusion. It is how polyvinyl
al cohol is treated after nelt extrusion of the previously
prepared polyner. W find that Takigawa is directed to any
pol yvi nyl al cohol pol ynmer having a pol ynerization degree of
700 to 1500 and a hydrol ysis degree of at least 97% W
further find no disclosure or suggestion in Takigawa for the
addi ti on of noisture subsequent to nmelt extrusion.

The second essential |limtation at issue is the presence
of “0.1 to 5.0%(wm.) of an anti-blocking agent.” The
exam ner relies upon the disclosure in Naude-Filonniere for
its disclosure of an anti-bl ocking agent. W have carefully
revi ewed the Naude-Filonniere reference in |light of the
exam ner’s argunments presented in the Answer (pages 4-5). On
the record before us, we conclude that one of ordinary skill
in the art would not go to Naude-Filonniere for the addition
of an anti-bl ocking agent to the conposition of Takigawa. W
find that Naude-Filonniere is directed to a pol yvinyl al coho
wi th del ayed dissolution. W find that Naude-Fil onniere
buries its polyvinyl alcohol filnms together with its content
after use as opposed to the requirenment of the clained subject

matter of dissolving the polyvinyl alcohol polyner in an
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aqueous bath. W further find that the polyvinyl alcohol film
of Naude-Filonniere is prepared froma process substantially
different fromthat used by Taki gawa. See Taki gawa, page 1,

i nes 23-61.

I ndeed, Taki gawa recogni zes the difficulty of bl ocking
usi ng the extrusion processes of Naude-Filonniere. See page
1, lines 55-61. W find that patentee solves the bl ocking
probl em by reducing the noisture content to very |ow | evels,
and controlling the die tenperature. W find the polyvinyl
al cohol filmof Takigawa does not exhibit any tendency to
bl ock either during or after manufacture. See page 2, |lines
5-12. Accordingly, we conclude that there is no reason why
one having ordinary skill in the art would have added a
bl ocki ng agent to the polyvinyl al cohol conposition of
Taki gawa.

Based upon the above anal ysis, we have detern ned that
the exam ner’s | egal conclusion of obviousness is not
supported by the facts. “Were the |Iegal conclusion [of
obvi ousness] is not supported by the facts it cannot stand.”

In re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA

1967).
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The Doubl e Patenting Rejection
Al'l proper double patenting rejections rest on the fact

that a patent has been issued and a |l ater issuance of a second
patent will continue protection beyond the date of expiration
of the first patent of the very sane invention clained therein
or of a mere variation of that invention which would have been

obvious to those of ordinary skill in the relevant art. See

In re Kaplan, 789 F.2d 1574, 1579-80, 229 USPQ 678, 683 (Fed.
Cir. 1986).

Qur analysis of the examner's rejection of clains 1
through 24 and 26 through 30 under the doctrine of judicially
created double patenting parallels that for a 8 103 rejection.
Wil e the double patenting rejection is analogous to a failure
to nmeet the non-obviousness requirenent of 35 U.S.C. § 103,
that section is not itself involved in double patenting
rej ecti ons because the patent principally underlying the

rejection is not usually prior art. |In re Braat, 937 F. 2d

589, 592-593, 19 USPRd 1289, 1292 (Fed. Cir. 1991); In re
Longi, 759 F.2d 887, 892-93, 225 USPQ 645, 648 (Fed. Cr

1985); In re Braithwaite, 379 F.2d 594, 600, n. 4, 154 USPQ

29, 34, n. 4 (CCPA 1967). Wen considering whether the
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cl ai med subject nmatter is an obvious variation of the

i nvention defined in the clains of the Honeycutt patent, the
di scl osure of the patent nay not be used as prior art.

Accordi ngly, when we focus on any variations between the
Honeycutt clainms and the instant clained subject matter, our
anal ysis parallels that in our decision under 8 103 above and
is incorporated herein. Therefore, for the reasons set forth
above, we find that Takigawa fails to disclose or suggest the
addition of noisture to the polyvinyl alcohol follow ng nelt
extrusion. Simlarly, for the reasons set forth above, we
further find insufficient reasons for the addition of a

bl ocki ng agent di scl osed by Naude-Fil onni ere.

Moreover, the exam ner has not addressed in the Answer
the requirenents in the clained subject matter for, “nelt
extrusion” and the further requirenent for, “reducing its
noi sture content prior to nmelt extrusion.” Based on the above
consi derations, we conclude that the clainmed subject matter
herein is not a nere variation of the clains in Honeycutt’s
pat ent and woul d not continue protection beyond the expiration

date of the Honeycutt patent. Accordingly, the exam ner’s
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findi ng of obviousness-type double patenting is not

sust ai nabl e.

The Rejection Under 35 U. S.C. § 112
The | egal standard for definiteness under the second
paragraph of 35 U.S.C. 8 112 is whether a clai mreasonably

appri ses those of ordinary skill in the art of its scope. 1n

re Warnmerdam 33 F.3d 1354, 1361, 31 USPQd 1754, 1759 (Fed.
Cr. 1994). The first inquiry is to determ ne whether the
clainms set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity.

The exam ner’s position is that the phrase, “other useful
articles,” is indefinite and unspecified, Answer, page 3.

However, breadth itself is not indefinite. In re Gardner, 427

F.2d 786, 788, 166 USPQ 138, 140 (CCPA 1970). The
definiteness of the | anguage enpl oyed nust be anal yzed not in
a vacuum but in light of the teachings of the particular

application. See In re More, 439 F.2d 1232, 1235, 169 USPQ

236, 238 (CCPA 1971). Applying the analysis set forth above,
appel | ant’ s specification, page 6, discloses a substanti al

nunmber of articles which fall within the scope of the phrase,
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“other useful articles.” One of ordinary skill in art reading
the clains in |ight of the specification would be possessed
with a reasonabl e degree of certainty as to the subject matter
enconpassed within the clains. Accordingly, the exam ner has
failed to establish with respect to the phrase, "“other useful
articles,” that one of ordinary skill in the art would not be
appri sed of the scope of the clains containing this phrase.

As to the rejection by the exam ner of the term
“di ssol ved polyner” as being w thout proper antecedent basis,
Answer, page 3, we agree with appellant that the term
“thernopl astic polyner” provides sufficient antecedent basis.
We further note that the exam ner has not responded to
appel l ant’ s argunent. Accordingly, we concl ude that
sufficient antecedent basis for the term “dissolved polyner,”
is present in the clained subject matter.

Based on the above analysis, the rejection under 8§ 112

i s not sustained.

DECI SI ON
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The rejection of clains 1 through 24 and 26 through 30
under 35 U. S.C. 8§ 112, second paragraph, as being indefinite
for failing to particularly point out and distinctly claimthe
subj ect matter which applicant regards as his invention is
reversed.

The rejection of clainms 1 through 24 and 26 through 30
under 35 U. S.C. 8 103 as bei ng unpatentabl e over Takigawa in

conbi nati on with Naude-Filonniere is reversed.
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The rejection of clains 1 through 24 and 26 through 30
under the judicially created doctrine of obviousness-type
doubl e patenting as bei ng unpatentabl e over clains 1 through
30 of U S. Patent No. 5,207,837 in view of Takigawa in
conbi nation with Naude-Filonniere is reversed.

The decision of the examner is reversed.

REVERSED

Edward C. Kimin )
Adm ni strative Patent Judge )
)
)
)
Thomas A. Waltz ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Paul Li ebernman )
Adm ni strative Patent Judge )
tdc
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Mtchell A Katz

NEEDLE & ROSENBERG, P.C.

Suite 1200, The Candl er Buil di ng
127 Peachtree Street, N E

Atl anta, Ceorgia 30303-1811
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